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Appl.No.: 10/037,987 

Art Unit: 1712 Docket No.: BOI -30 

Reply to Office Action of May 17. 2004 

REMARKS 

Cto 1 has am««l«i to r«,i,. u,a, the na„oparticula.e is solely in fte co« whid, now 
Claim 13 has been amended to con-eci its dependency 

Claims 12 and 35-37 have been cancelled. No new matter has been added hy *.se 
amendments and addition. 



Rejections Over U.S. P^t.nt l yp. 6.454, firt/; 
M54.r:l^.'::,"'""^"'"""^"^^ "-^^ ^ '-<«>"^ Pa.e„..o. 

ft. Cla,ms of fte p^en, mventa mus, be found, either express.vely or inherently, in a single prior 
« ref^ce. Apphcan. respec.«„ly snbmi. «,a. Shira does no, discl^e a. le.. nano-ZnO il 
alone m a core, as now reched in claim 1 of the present invention. 

To establish .pn„afaci. case of obviousness, three basic criteria mus, be me, Firs, 

«.ere must be a reasonable expecWon of success. Finally, .he prior art reference (or reLnces 

make U,e ctamed comb,na„on and ft. „asonablc expec,a,ion of success must be found in *e prior 
«. no. tt. Apphcanfs discW. /„ « ,,3, „ , , ^ 

Applican-^ .^ecdvely subm.', that Shira does not disclose or even suggest all claim 

m^m 1 of fte presem .nventton Moreover. Shira teaches away from fl« presen, invendon by 
enconmpng the use of dense, metal nanopariicles in .he golf ball cover 

allow ' "^"^-X "> -"O'tion for 

r :!':b """^"'^ ->-^- « "-sc. 

§ 102(e) and § 103(a) be reconsidered and withdrawn. 
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„. S?"^<>°Ov'"-"S f«en,Appnr,„onP„Mic.,....r.. , 

°^^'-'»'".»°<'16w«rgcoKdu^d=r35U.S.C.5 103(a)overU.S.Pa,e„, 
Apphca«o„Publica«o„No.2003/0:00656u,Maju™da,«a/. ("Majumda.-, 

Appucams respecvely submit B,a, Majumdar does no. disclose or even suggest alt daitn 

b»u,at.ons.spec.flea.,.a.,eas.acoteco,,t.i.a„gabasetub^ta„dua„„.2„0.,e.aIe.lT 

3 of ^e Office Ac„on dtat Majuntdar "does no. describe flte go.f baj. as having a core and covl^ 
let alone properties of the core or cover. 

For at least the above ..ason. independent clai™ , is believed to be in condition for 
dl r ^l^' '* - - ^= ~,e a, leas, by virtue of their 

under 35 U.S.C. § 103(a) be reconsidered and withdrawn. 

Rejection Ov^..- tt c i> ^tent Nn, ^^ ^so^-^ii^ 
.c Kent c'k'^. '"^ '^^'^^ "-^ C. g .02(b, over U.S. Paten. No. 3.35,^31 

Applicants respectfully submit Ken. does not disclose the use of nano-ZnO 

hanoparticuh^esinana,ber.based=„rehavingap„fe,,^o„,erdiameterof..55-1.62inch.s ora 
"^^^non-tttbber intennediate layer. Moreover, Kent actu^.y teaches away by cnco^^^ZL 
ofsilicaseou8mat«iaisinagolfbalI«,verlayer. raging the use 

For a, least the above reasons, independent clain, l is believed to be in condiHon for 
^ow^ce. Oa-nts .0 and ,6 are bcUeved to be patentable at least by vi^e of their dependence 

U.S.C. § 102(b) be reconsidered and withdrawn. 

Rejection Over U.S. PatPn f No. 4.^1 1 n 

461, j-'«^""<'-35U.S.C. § 102(b)overU.S.Pa.«,tNo 

4,61 1 ,81 0 to Kamata et al ("Kamata"). 

Applic»„s respectfitlly subnet that Kamata does no, disclose a, leas. nano-ZnO or a 
uttennedtate layer, let alone one having the construction and co„posi.„na, r^^^^l::,^ 
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present invention. Further.Kan,ata teaches away fron. the present i^^^^^ 
of coUoidal calcium carbonate in the rubber composition. 

For at least the above reason, independent claim 1 is believed to be in condition for 
allowance. Claims 10, 16. and 28 are believed to be patentable at least by virtue of their 
dependence from the independent claim. As such. Applicants respectfully request that the rejection 
under 35 U.S.C. § 102(b) be reconsidered and withdrawn. 

Rejections Over Janan pse Patent Np. 11-24447 0 
Claims 1, 10. 12, 13, 16-20, and 28-37 were rejected under 35 U.S.C. § 102(b) or § 103(a) 
over Japanese Patent No. 11-244419 to Takashi ("Takashi"). 

The JP '419 reference does not disclose all claim elements nor does it suggest them 
Specifically. JP' 419 feils to disclose a core having a diameter of 1.55-1.62 inches or a non-rubber 
.ntermediate layer. In fact, the JP '419 reference teaches away from the thin, non-rubber-based 
mtennediate layer of the present invention because, their outer core layer (an intermediate layer) is 
rubber based and has a thickness greater than the 0.035 inches or less of the present invention (0.04- 
0.4 mches; for example, see page 2, lines 1 -3) 

For at least the above reasons, independent claim 1 is believed to be in condition for 
allowance. Claims 1 0. 12, 16-20. and 28-37 are believed to be patentable at least by virtue of their 
dependence from the independent claim. As such. Applicants respectfully request that the 
rejections under 35 U.S.C. § 102(b) and § 103(a) be reconsidered and withdrawn. 

Rejection Over J P 419 In View Of Internatinn^l P..Hi.v ^ tion Nn. WOm/^^»^ 
aaims 1, 10. 12, 13. 16-21, and 28-37 were rejected under 35 U.S.C. § 103(a) over JP '419 

m view of International Publication No. WO 01/43832 to Wu ("Wu"). 

Wu does not cure the deficiencies of JP '419. as Wu is entirely silent at least on the use of 

nano-Z„0 m a golf ball core having a diameter of 1.55-1.62 inches, in combination with a thin, non- 

rubber intermediate layer. 

For at least the above reasons, independent claim 1 is now believed to be in condition for 
allowance. Claims .0, 12, 16-21, a.d 28-34 are believed to be patentable at least by virtue of their 
dependence from the independent claim. As such. Applicants respectfully request that the rejection 
under 35 U.S.C. § 103(a) be reconsidered and withdrawn. 
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Rejection Over Takashi In V.W Of ir « patent Nn 
Claims 1, 10, 12. 13, 16-20, and 22-37 were rejected under 35 U.S.C. § 103(a) over Takashi 
in view of U.S. Patent No. 5.885,172 to Hebert et al. ("Hebert"). 

As discussed above, JP '419 does not discJose or even suggest all elements recited in claim 1 
of the present invention. Hebert does not cure these deficiencies, not the least of which are the 
nano-ZnO composition and the ZnO particle size, now recited in claim 1 of the present invention 

For at least the above reasons, independent claim 1 is believed to be in condition for 
allowance. Claims 10, 1 2, 16-20, and 22-34 are believed to be patentable at least by virtue of their 
dependence from the independent claim. As such. Applicants respectfully request that the rejection 
under 35 U.S.C. § 103(a) be reconsidered and withdrawn. 

Rejection Over TI.S, Patent AppKrafinn P ublication Nn ?001/OQ24082 

Claims 1, 10. 1 1, 16-20, and 22-37 were rejected under 35 U.S.C. § 102(a) over U.S. Patent 
Application Publication No. 2001/0024982 to Cavallaro et al. ("Cavallaro"). 

AppHcants respectfully submit that Cavallaro does not disclose all of the elements now 
rected m claim 1 of the present invention, including the nano-ZnO composition where the ZnO has 
a particle size of less than 1 000 rnn. Applicants note that paragraph 1 10 of the Cavallaro 
publication refers to fillers that can be added to the polyurethane cover compositions. 

For at least the above reason, independent claim 1 is believed to be in condition for 
allowance. Claims 10, 1 1, 16-20, and 22-34 are believed to be patentable at least by virtue of their 
dependence from the independent claim As such. Apphcants respectfully request that the rejection 
under 35 U.S.C. § 102(a) be reconsidered and withdrawn. 

Obviousnes^-T^pp n»» ble Patenting w^ja^H^„ 

Claims 1, 10, 12, 13, and 16 were rejected under obviousness-type double patenting over 
U.S. Patent No. 6,710.1 14 to Bissonnette et al. ("Bissonnette"). 

Applicants respectfully submit that as a resuh of the claim amendments herein, the claims of 
Bissonnette are now patentably distinct from those of the present invention. As such. Applicants 

respectfullybelievethatatemiinaldisclaimeris. therefore, not needed to disclaim any excess patent 
tem. for the above captioned application, once issued. Applicants respectfiiUy request that the 
obviousness-type double patenting rejection be reconsidered and withdrawn. 
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CONCLUSION 

Based on the remarks set forth above, Apphcants believe that all of the rejections have been 
overcome and the claims of the subject application are in condition for allowance. Should the 
Examiner have any further concerns or believe that a discussion with the Apphcants' attorney 
would further the prosecution of this apphcation, the Examiner is encouraged to call the attorney at 
the number below. 

A fee of $1 1 0.00 is believed to be due for this submission to extend the time for which this 
response is due by one (1) month, from August 17, 2004 to September 17, 2004. Should any other 
required fees be due, however, please charge them to Acushnet Company Deposit Account No. 
502309. 



Respectfully submitted, 

Date: September 8, 2004 




William B. Ilacy (R^g. No. 48,619) 
Patent Counsel 
Acushnet Compan 

Phone: (508)979-3540 
Customer Number: 040990 
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